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DETAILED ACTION 

As this application is now being reviewed by a new examiner, and as all previous 
objections and rejections of the claims are hereby withdrawn in light of the following new 
grounds for rejection, this action is non-final. 

Claim Objections 

Claim 47 is objected to because of the following informalities: 

Claim 47 appears to be identical in scope to claim 46. The examiner suggests that claim 
47 be canceled and that claims 48, 49 and 50 be amended to depend upon claim 46. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international apphcation filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 1, 6-8, 21, 24-25 and 27-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kubo (JP59180322A). 

With respect to claim 1, Kubo discloses a method comprising: 

1) Obtaining a plurality of coating thickness values with a probe electrically connected to 
an electronic memory (Fig 2 and Abstract, "Purpose"). 

2) Recording in the electronic memory the plurality of coating thickness values (Abstract, 
"Constitution"). 

2) Recording in the electronic memory a plurality of descriptive data, each descriptive 
data is associated with a respective one of the coating thickness values and provides information 
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concerning the respective one coating thickness value (Figs 5 and 6 show thickness values by 
coordinate where said coordinates are the "descriptive data"). 

With respect to claim 6, Kubo discloses that the descriptive data are defined with 
reference to an electronic pictoral representation of a coated article (Figs 5 and 6). 

With respect to claim 7, Kubo discloses that the descriptive data represent locations on 
the electronic pictoral representation of the coated article (Figs 5 and 6 and Abstract "Purpose"). 

With respect to claim 8, Kubo discloses displaying a plurality of indicia on a graph on a 
video display screen, the indicia representing the plurality of coating thickness values (Figs 5 and 
6). 

With respect to claim 21, Kubo discloses an apparatus comprising: 

1) An electronic memory (Fig 1 item 13). 

2) Means for obtaining a plurality of coating thickness values with a probe electrically 
connected to the electronic memory (Fig 2). 

3) Means for recording in the electronic memory the plurality of coating thickness values 
(Fig 2 and Abstract "Purpose"). 

4) Means for recording in the electronic memory a plurality of descriptive data so that 
each descriptive data is associate with a respective one of the coating thickness values and 
provides information concerning the respective one coating thickness value (Abstract and Figs 5- 
6, each thickness value corresponds to a location value). 

With respect to claims 24 and 27, Kubo discloses that the descriptive data includes an 
image of an object measured to obtain the plurality of coating thickness values (Figs 5-6). 
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With respect to claims 25 and 28, Kubo discloses that the descriptive data provides a 
description of a source of the coating thickness values (Figs 5-6. Inherently an image "provides 
a description" of an object). 

With respect to claim 29, Kubo discloses inputting the plurality of descriptive data via an 
input device prior to recording the plurality of descriptive data (Figs 4-6). 

With respect to claim 30, Kubo discloses means for inputting the plurality of descriptive 
data (Fig 2 inherent since the data is stored it must be input at some time). 
2. 

Claims 1-2, 4, 6, 8-9, 21, 23, 25-26, 28, 30, 34 and 48 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Elsmore (US pat 541641 1). 

With respect to claim 1, Elsmore discloses a method comprising: 

1) Obtaining a plurality of coating thickness values with a probe electrically connected to 
an electronic memory (Fig 8 item 168). 

2) Recording in the electronic memory the plurality of coating thickness values (Fig 8 
items 168-174). 

2) Recording in the electronic memory a plurality of descriptive data, each descriptive 
data is associated with a respective one of the coating thickness values and provides information 
concerning the respective one coating thickness value (Fig 8 item 168, "standoff values are 
stored for each thickness value). 

With respect to claim 2, Elsmore discloses that the steps of recording the coating 
thickness values and of recording the descriptive data are performed alternately (Fig 2 item 26 8 
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item 168, although the analog to digital device has two output lines, the probe components 
themselves altematly record the "x" and "y" values which become thickness and offset). 

With respect to claim 4, Elsmore discloses that the descriptive data comprise text 
(column 5 lines 16-30). 

With respect to claim 6, Elsmore discloses that the descriptive data are defined with 
reference to an electronic pictoral representation of a coated article (Figs 3a-7). 

With respect to claim 8, Elsmore discloses displaying a plurality of indicia on a graph on 
a video display screen, the indicia representing the plurality of coating thickness values (Figs 3 a- 
V). 

With respect to claim 9, Elsmore discloses retrieving one of the descriptive data by 
selecting on the graph one of the indicia (Figs 4-6, though this is done by the computer as it 
plots, not by a user). 

With respect to claim 21, Elsmore discloses an apparatus comprising: 

1) An electronic memory (Fig 2 item 52). 

2) Means for obtaining a plurality of coating thickness values with a probe electrically 
connected to the electronic memory (Fig 2 items 18-22). 

3) Means for recording in the electronic memory the plurality of coating thickness values 
(Fig 2 items 24, 36 and 50). 

4) Means for recording in the electronic memory a plurality of descriptive data so that 
each descriptive data is associate with a respective one of the coating thickness values and 
provides information concerning the respective one coating thickness value (Fig 2 items 24, 36 
and 50 and Fig 8, "Standoff values are stored for each thickness value). 
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With respect to claims 23 and 26, Elsmore discloses that the descriptive data comprise 
textual descriptions of the thickness data (column 5 lines 16-30). 

With respect to claims 25 and 28, Elsmore discloses that the descriptive data provides a 
description of a source of the coating thickness values (Figs 3a-7. It is disclosed that "standoff 
values may be the result of another layer which is not conductive, this therefore "describes" the 
object). 

With respect to claim 30, Elsmore discloses means for inputting the plurality of 
descriptive data (Fig 2 items 18-22). 

With respect to claims 34 and 48, Elsmore discloses performing a statistical analysis of 
the plurality of coating thickness values (Fig 8 item 170). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. 

Claims 3, 10, 13-16 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Elsmore (US pat 541641 1). 

With respect to parent claims 1 and 21, see the above anticipation by Elsmore. 

With respect to claim 10, Elsmore discloses an apparatus comprising: 

1) A probe which generates a first signal representative of a measured coating thickness 
(Fig 2 items 18-22). 
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2) A card connected to the probe and which receives the first signal from the probe, the 
card includes means for converting the first signal into a second signal which is compatible with 
an output format (Fig 2 items 24, 34 and 36). 

With respect to claim 13, Elsmore discloses that the probe comprises a permanent magnet 
and a hall sensor (Fig 2 items 18-22). 

With respect to claim 14, Elsmore discloses that the probe comprises an eddy current 
search coil (Fig 2 items 18-22). 

With respect to claim 15, Elsmore discloses that the probe includes means for 
discriminating between a ferrous and a nonferrous substrate upon which the coating is coated 
(Fig 1 , the sensor is an eddy current sensor and would give a different reading if the coating or 
under layer were ferrous vs. nonferrous. The fact that this device was not intended for such 
detection is irrelevant as the "means" exists for this application). 

With respect to claim 16, Elsmore discloses a portable unit (Fig 2, at the very least this is 
portable by vehicle, machine, or a large number of men). 

With respect to claim 22, Elsmore discloses coating thickness values transmitted to an 
electronic memory (Fig 2 item 52). 

With respect to claims 3, 10, 16 and 22, Elsmore fails to disclose a PCMCIA card and a 
PCMCIA format. 

One of ordinary skill in the art would have found it obvious to implement PCMCIA 
formatting in the apparatus of Elsmore. As it is a standard it is well known to and used in a wide 
variety of computing applications. One of ordinary skill in the art would have found the use of a 
common format obvious as it would then be compatible with other systems and would use 
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known components which would already have hardware and software support and would be 

readily available to those of routine skill in the art. 

4. 

Claims 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Elsmore as 
applied to claim 10 above, and further in view of Mulkey (US pat 5138268). 

With respect to claim 1 1 , Elsmore fails to disclose that the probe comprises an LC 
oscillator. 

With respect to claim 12, Elsmore fails to disclose a counter which measures a frequency 
of the LC oscillator. 

Mulkey teaches, with respect to claim 1 1 , a probe which comprises an LC oscillator (Fig 

3). 

Mulkey teaches, with respect to claim 12, a counter which measures a frequency of the 
LC oscillator (Fig 3 and abstract). 

It would have been obvious to one of ordinary skill in the art to modify the apparatus of 
Elsmore by utilizing an LC oscillator as taught by Mulkey. Elsmore discloses a device with a 
probe which contains two types of sensors for different applications, one of which is essentially 
limited to measuring layers comprising ferromagnetic materials. One of ordinary skill in the art 
would understand that the addition of an LC oscillator sensor would allow accurate measurement 
of non-conductive layers as well, thus imparting increased functionality and range of utility. 
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Conclusion 

Claims 5, 17-20, 32, 35-38, 46-47 and 49-50 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JONATHAN TEIXEIRA MOFFAT whose telephone number is 
(571)272-2255. The examiner can normally be reached on Mon-Fri, from 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on (571) 272-2269. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/jtm/ /Bryan Bui/ 

JTM Primary Examiner, Art Unit 2863 

9/18/2008 



